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REMARKS 

. i ■ i ti < n i . Intent a 

r con d U >i o th s ? ft \ctk I'M 006 is res; cants, Th 

esponse t i ifi i two-m* i sg date o the action. 

Claims i, 7, 9-1 I, nod 1 7 have been amended. In claims I and .17, the recitation "distinct" has 
been eliminated, and claim ? has been amended for clarity. In claims 9- 11 , a period has been added at die 
end of the claim. No new matter has been added. 

Claims i-3 and 5-17 are currently pending for examination. 

Finality of o ffice action 

Applicants respectfully request that the finality of the instant action be withdrawn because it is 
improper. The examiner has cited a new reference (Wolf et at U.S. 5,462,874} for its teaching regarding 
the use of separate dialysate chambers for each well of a multiwdi plate. This embodiment was the 
subject of original claim 3, and Applicants' amendment of that claim was only to clarify the claim 
language. Accordingly, Applicants' amendments did not necessitate the citati on of this reference, and 
Applicants believe the finality of die May 31, 2006 office action is improper. 

Rejec don imdes >M tv. c 1 i 2 

Claims 1-17 have been rejected under 35 CSC §112, first paragraph, ior their recitation of "a 
separate and distinct semipermeable membrane". The examine;' argues thai, while the figures show 
separate pieces of membranes attached to the wells, there is no indication of any distinctness between 
them, 

Applicants have now amended claims I and 3 7 to remove the recitation "and distinct . They 
respectfully request the examiner's reconsideration of die rejection. 

Chum 7 has been tejected under -5 1 'St. C i T second paragraph, for being indefinite m the 
fi^ ing parts 

Applicants have now amended claim ? to clarify the recitation and limitation. They respectfully 
• cck.v ttlw Mm l m d <> <. Mht. ! ejection 
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Rejection under 35 USC «I03 

Claims 1-17 have been rejected under 35 USC §103 fa} as being unpatentable over Sehels et ai., 
U.S. Patent No. 6,670,173 (hereinafter "Sehels") in view of Manns, U.S. 5,047,213 (hereinafter "Manns") 
and/or Wolf et ai, U.S. 5,462,374 (hereinafter "Wolff!- 1 he examiner states that Sehels teaches a 
microdialysis device having a sample chamber (12) and diaiysate chamber (10) separated by a membrane 
(7). The periphery of the. membrane is fixed in compression between the groove on the circumferential 
ring pari of" the chamber and the ridge on the bottom face of the sample chamber wall (see Fig. 5 and also 
Figs, 2-4). The sample chamber is open only to the diaiysate chamber via the membrane having individual 
diaiysate chambers for the sample cbambet T - n embt me is cellulose acetat - 1 he te u Si tg of the 
Sehels reference differs from the instant claims in the plurality of the sample chambers, common diaiysate 
chamber, dimensions such as wall thickness, the 7 mm difference in the diameter between the sample 
chamber and the circumferential sidewali of the sample chamber, the membrane area, spacing of the 
sample chambers, arid the number of sample chambers in the device. The examiner states that the Manns 
reference teaches 96- we! I muHiwe!) structure (Fig. S ) with a common diaiysate chamber, ceiiniosic 
membrane (col. 4, f 29-35). membrane clamped in groove and rib (see fig-mesh and membrane area is 
about 32 sq. mm tool. 1,1 1 5-20). The examiner argues that ;t would be obvious to one of ordinary skill 
ml e art at the tim ft! vend t e il icl in * d n n he teach 1 
omultiwell device for simultaneously handling multiple samples as taught by Manns tor bioreactioos as 
taught by Sehels. Such mulmveil plates are also well known in the art as laugh* by Manns. 

w, ! »,itd to W ' - . , 1 - . 1 om temnj Uiaiysi*, 

wherein the multiweif plates are removable from the diaiysate chamber (Figs. 3 and 5), with single 
diaiysate chamber or separate diaiysate chamber bar each well, and separate membrane pieces for each 
well. The examiner argues that H would be obvious to one of ordinary skill in the art at the time of the 
invention to use the teaching of Wolf in the teaching of Sehels for a multi-well diaiysate chamber as 
taught by Wolf for the advantages taught by Wolf (abstract and col. 4, !. 58 - col. 5, 1 \ 2). 

The examiner argues that dimensional differences such as the 3 mm diameter difference or shape 
such as the conical >o(tom 1 can show with evidence 

of unobviousness. For support, the examiner cites Gardner v. TEC Systems, Inc., Fed. Of. 1984, and the 
examiner states that the Federal Circuit held that, where the only difference between the prior art and the 
claims was a recitation of relative dimensions of the claimed device and a device having the claimed 
relative dimensions would n< fly ti ) \ e the claimed device was not 

patentable distinct from the prior art device, 
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Applicants traverse and argue that the examiner's ease for prima facie obviousness has not been 
made. The Seheis- Manns. >i \ )l* t * u i c 1 t ich < gges i mull well 

device comprising individual semi-permeable membranes Used to each well of a multi-well plate by the 

1 , i . > k ! ii 1 ] b 1 * ' i Mai 

multi-well plate in combination with a semi-permeable membrane, but the reference fails to teach or 
suggest individualized membranes fixed to each well. This difference is significant because only in the 
latter ease can each sample well be placed in contact with an individual iiialysate chamber. The newly 
cited Wolf reference does teach individual membranes fixed to each well of a multi-well plate, but this 
eferes ce teachs sealing by "adhest I it 

seals" (column 1 2. lines 61-67). As described in the background section of Applicants' specification, 
those sealing methods have proven to he inadequate. Wo I flails to teach or suggest the sealing ring thai is 
claimed as pan of the present device. Lastly Seheis also tails to teach or suggest the present invention. As 
noted in Applicants" response of May 19, 2006, Seheis is directed to a single "biareaction module" as 
stated in the Idle of that patent. The examiner's blanket statement that the Seheis device could be 
converted to a multi-well format ignores the space constraints and design limitations that are caused by 
such a modification. Applicants' claimed device allows for individual membranes to cover each well of a 
multi-well apparatus using a fixing ring wherein the space between wells is limited. 

The examiner has cited Gardner v. TEC Systems. Inc. for the proposition that "Dimensional 
differences such a in 1 > , i < urteter different <: nape uci s th mica xntom of the fixing pari 
are not patentable unless applicant can show with evidence of unobviousness." The examiner's statement 
ss a nnseharacteriaatton of the holding in Gardner v. TEC Systems, Inc. First, Gardner v. TEC Systems, 
inc. makes no reference to the shape of a device relative to patentability. In fact, the Federal Circuit has 
held that when shape is novel and serves a purpose in a manner not obvious from the prior art, si can lend 
patentability to a claimed product (In re Hofmann, 95 F.2d 25? (CCPA 1 938)). The examiner has failed to 
cite any rationale regarding why Applicants' shape modification is obvious, and it is the examiner's 
burden to establish a case of obviousness before applicants are required to present evidence of 
nonobviousness. 

In addition, regarding differences between the prior art and the claims that relate to relative 
dimensions, Gardner v. TEC Systems, Inc. did not. hold per se thai such differences are not patentable, but 
ted by th r n) In re D i oa question is wl i iunei ion have 

I ' ance to the claimed invention fhe court in Gardner s FEC Systems, hoc stressed that the 
dimensional limitations of claim I are no more than 'window dressing'" (at page 1 346 of Gardner v. TEC 
Systems, Inc.), and that the limitations were a verbal difference only. However in the present invention, 
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he differences; be claimed invention a; epi t t . five d f w> ux Pi ma 

of the fixing ring allows it to function in a multi-weft setting wherein space between the individual well 
waits is limited. Furthermore, as disclosed in the specification, die conical shape of the inner wall of the 
fixing ring advantageously optimiz.es the size or the exchange opening of the exchange surface (see page 
1 1, lines 4- 13. of the specification) fhtis these "dune- b n si differences" are components of tl e device 
that allow the device to function, and are not merely superficial changes relative to the prior art. 

Nor are file differences between the prior art and the presently claimed invention taught or 
suggested by She combined teachings of the Schels, Manns, and Wolf references. As noted above, the 
presently claimed invention is directed to a device comprising multiple sample wells wherein each sample 
well has a separate semipermeable membrane fixed to the well through the use of a fixing ring. The only 
reference that teaches an embodiment that uses a ring as a component for holding the membrane in place 
(Schels) teaches that fixing pins must also he used in such an embodiment. The examiner contends that 
Schels can be used without the disclosed pins, stating thai the pins were only disclosed for "centering" the 
membrane and that Figs. 3 and 4 do not include such pins. Applicants respectfully submit that the 
examiner has misebaracreneed the leaching of Schels. First of all, the embodiment of Fig. 5 is the only 
t i i n !m 1 1 \' o uil is hJs 1 s s sit t nhi t n th t t t d i \uh - ot the s< mpie 
\ - v. <i is i <se ^s noted at column 5, lines 6-8, 

"chamber elements 3, 4, 5 can be connected by conventional means used in plastic engineering, e.g .., by 
bolting, ghting. or as a plastic plug connection." Thus in the embodiments represented by Figs. 3 and 4, 
Schels taught that pins were not necessary, presumably because fixing means other than friction 
engagement were used. However for the embodiment of Fig. 5, "in order to center and fix the membrane 
7, the embodiment shown provides for a plurality (for example sis) of pins 36 distributed about the 
periphery of and molded onto one of the chamber elements" (column 6, lines 32-35). Accordingly, an 
objective reading of Schels indicates that such pins provide a necessary function in fixing the membrane 
in place. There ts nothing in arty of the cited references to suggest that fixing rings having small enough 
dimensions to be compatible with a multi-well device could be used to fix semipermeable membranes on 
each (11 i ly friction \ ment. Thu tim c urn has I ed to tabii a pritt facie a 
of obviousness. 


Anna, ints sahn u , >, ti . , 1 . now m <.oid' son let Jtow t ,nce, and favorable 
reconsideration of their application in light of the above amendments and remarks is respectfully 
requested. Allowance of claims 1-3 and 5-17 at an early date is earnestly solicited. 
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! > . , vOm.v ' , 'o J .Hgcany fec& a^socuited wuh this. Amendment to Depos f 
Account No, 02-2958. A duplicate copy of this sheet is enclosed. 
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